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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply Is specified above, the maximum statutory period will apply and vwll expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 05 May 2006 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-5,11 and 15 is/are rejected. 

7) IEI Claim(s) 6-10 and 12-14 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) K The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. El Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) K Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Infomial Patent Application 
Paper No(s)/Mail Date 5/5/06 & 7/21/06 . 6) □ Other . 
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DETAILED ACTION 

This application is a 371 of PCT/EP04/14020. published as WO 2005/059208 A1. 

Response to Amendment 

1. The preliminary amendment filed 5/5/2006 is noted and this action concerns 
claims 1-15 as amended therein. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

3. The information disclosure statements (IDS) submitted on 5/5/2006 and 
7/21/2006 are in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statements are being considered by the examiner. 

Specification 

The following guidelines illustrate the preferred layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1 .77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 
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(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR 1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(I) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A 
"Sequence Listing" is required on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1.821(a) and if 
the required "Sequence Listing" is not submitted as an electronic 
document on compact disc). 

Claim Objections 

4. Claim 1 is objected to because of the following Informalities: this claim should 
read "...(2) coating the metal sheet with a curable composition comprising a/an 
(meth)acrylated oligomer...". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 2 and 3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. Claim2 recites: "...a cyclic anhydride responding to the general fomnula..." 
which renders the claim indefinite because it is unclear how the anhydride "responds" to 
the formula. The examiner has interpreted this claim as reciting "corresponding to the 
general formula." 
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B. The phrase "it being possible" renders the claim indefinite because it is 
unclear whether what is "possible" is actually required by the claim. 

C. Claim 3 is similarly rejected by virtue of its incorporation of this indefinite 
subject matter. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1-5, 11, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klingier (EP 0 261 890 A2) in view of Maddox et al. (US 
2002/01 32059 Al ) and vice versa. 

A. Klingier teaches applicant's claimed curable composition comprising a 
(meth)acrylated oligomer which is the reaction product of a carboxyl functionalized 
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polybutadiene cx)mprising x equivalents of -COOH groups with y equivalents of one or 
more (meth)acrylated monoepoxides with y > x: 

tn the saoond step of Ihd prapofymer synthesis the Bquid pofymoric hyiSnxeibon maEssts Is veacted 



with a raogem oontaMno a (lm«lh)acryCata group. In addition to pmvido^ reactive (fnath)&crytaia grot^ on 
the polymor, the reaction shoutd also ganerate an activa hydn^n containing group capabia of undei^ng 
mateafion. For e»mpl8w tha potymeifc hydrocarbon maleam toimed in iho fost illu^rafion supra, now 
oontBinlng carboxyt gioMps fnm tha reaction of hydroxyl lermbialed polybutadlana and maleic artfiydrfda. is 
nietfi(eorytatBd) by raacflng the COOH groups on said propolymar wHh« Ojg.. glyddyi mathioyiate (1 
per ec^vatam of COOHV «im resUlttm general^ 

0 0 0 0 0 0 



KCCgo^Polybutadiene^OCCOF ♦ 2CH2CHCH20C^8CH^ 



0 0 0 0 0 0 

CH^aCCOCBjCKCHjOC COH^olybutadlene^-oq^IOCHjCHCHjOCC^C^ (11) 
CHj OH *<2™^ ^**2 " '^^i 

An excess of opoxy oomoound can be usad If de^red. The access epox^ may react with die hydnoxyt 
group s tonn« l by the inaiai reaoHen bebvoen ^ funetSonaDy temtfn a t a d ofefln addilton polymar and tha 
epoxy compDiffid. 

While this reference teaches that the radiation-curing composition may be a coating 
composition, it does not teach the claimed coil coating steps. 

B. Maddox broadly teaches a process for applying various radiation-curing 
compositions to coiled sheet stock according to the coil coating steps claimed by 
applicant. 

C. It would have been obvious to one of ordinary skill in the art to modify the 
process of Klingier so as to apply the coating composition to the metal coil in the 
process of Maddox. One of ordinary skill in the art would have been motivated to do so 
by the desire and expectation of successfully applying a coating to the coil substrate. 

D. In the alternative, it would have been obvious to one of ordinary skill in the 
art to modify the process of Maddox so as to apply, as the radiation-curing composition, 
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the composition of Klingier. One of ordinary skill in the art would have been motivated 
by the desire and expectation of applying, to the coil, a coating of superior tensile 
strength (see 2:23-28 of Klingier], 

Allowable Subject Matter 

10. Claims 6-10 and 12-14 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: The prior art neither teaches nor suggests the subject matter recited in these 
calims. 

Conclusion 

12. The prompt development of clear issues in the prosecution history requires that 
applicant's reply to this Office action be fully responsive (MPEP § 714.02). When filing 
an amendment, applicant should specifically point out the support for any amendment 
made to the disclosure, including new or amended claims (MPEP §§ 714.02 & 2163). A 
fully responsive reply to this Office action, if it includes new or amended claims, must 
therefore include an explicit citation (i.e., page number and line number) of that/those 
portion(s) of the original disclosure which applicant contends support(s) the new or 
amended limitation(s). 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to William P. Fletcher III whose telephone number is (571) 
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272- 1419. The examiner can normally be reached on Monday through Friday, 0900h- 
1700h. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571;272-1000. 




William Phillip* Fletcher III 
Primary Examiner 
Art Unit 1762 



January 7, 2007 
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